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-The MAILING DA TE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
' Any reply received by the OfHce later than three months after the mailing date of this communication, even if timely filed, may reduce any 

eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to comnnunicatlon(s) filed on . 

. 2a)n This action is FINAL. 2b)ISI This action is non-final 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD, 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 1^ Claim(s) 1*43 is/are pending in the application. 

4a) Of the above claim(s) 17-39 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-16 and 40-43 is/are rejected. 

7) 11] Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 21 December 2001 is/are: a)n accepted or b)3 objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Kl Information Disclosure Statement(s) (PTO-1449) Paper No(s) M • 



4) O Interview Summary (PTO-41 3) Paper No(s). ] 

5) n Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-16, 40-43, drawn to a first sample dispensing system having a 
pin with a sample channel therein, classified in class 422, subclass 100. 

II. Claims 17-32, drawn to a second sample dispensing system having two 
pins with a sample channel therebetween, classified in class 422, 
subclass 100. 

III. Claims 33-39, drawn to a method of dispensing, classified in class 436, 
subclass 180. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions are two different embodiments having different 
structures defining the sample channel. Group I corresponds to the embodiment of 
Figure 3, while Group II corresponds to the embodiment of Figure 5. 

3. Inventions II and [I, II] are related as process and apparatus for its practice. The 
inventjons are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the method does not require the particulars of the apparatus, 
e.g., the sample channel and sample chamber in the tip as in group I or the sample 
channel formed between two pins as in group II. 
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4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

5. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

6. During a telephone conversation with Anthony Laurentano on June 4, 2003 a 
provisional election was made with traverse to prosecute the invention of group I, claims 
1-16, 40-43. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 17-39 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

1\ The attempt to incorporate subject matter into this application by reference to co- 
pending applications is improper because it does not identify the applications by Serial 
Number and filing date, or Patent No. where appropriate. 

8. The drawings are objected to because they are informal. A proposed drawing 
correction or corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be held in 
abeyance. 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claims 1, 4, 7-10, 12, 40-43 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Blanchard. 

Blanchard teaches a silicon "pin" having a reagent reservoir therein, a fill channel 
coupled to an inlet (instant filling nozzle) on the left side as shown in figure 2 and an 
ejection nozzle as shown on the right hand side. A piezoelectric actuator Is coupled to ' 
the pin to force fluid out through the ejection nozzle. The device can be microfabricated 
(col. 3, lines 61-62) and provided in an array in a print head (instant holder) (col. 9, lines 
26-27). The electrically pulsed piezoelectric actuator is under computer control (col. 8, 
lines 47, 63-67). 

13. Claims 2-3, 5-6, 11, 13-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blanchard. 
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The teachings of Blanchard are given above. 

Blanchard fails to explicitly teach dimensions, control circuit and electrical 
connection or alternative actuators. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the device of Blanchard of the claimed dimensions in order 
to provide a microfabricated device for dispensing very small volumes as described by 
Blanchard. With respect to claims 5-6, it would have been obvious to provide a control 
circuit and electrical connection in order to provide the computer controlled electrical 
activation described by Blanchard. With respect to alternative actuators, it would have 
been obvious to provide alternative known actuators for their known function of emitting 
droplets in ink jet printers, such a modification not substantially affecting function being 
suggested by Blanchard (col. 10, 52-57). Note further that applicant has admitted that 
such modification would have been recognized as obvious to one of ordinary skill in the 
art (p. 8, lines 23-28 of the instant disclosure). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jan M. Ludlow whose telephone number is (703) 308- 
4039. The examiner can normally be reached on Monday-Thursday, 1 1 :30 am - 8:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (703) 308-4037. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9310 
for regular communications and (703) 872-931 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



0661. 




Primary Examiner 
Art Unit 1743 
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June 10, 2003 



